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Advantages 
for brand 
owners

A well-known mark can be protected in respect of homogeneous and 
non-homogeneous goods and services. However, to preclude the use of the 
well-known trademark in respect of non-homogenous goods and services, 
the owner of the well-known mark will have to prove that such use may be 
construed as an indicator of a commercial relationship between him and 
another provider of goods and services (infringer) that may have a negative 
effect on the owner’s interests. 

A well-known trademark is protected 
irrespective of its registration in Ukraine under 
Article 6bis of the Paris Convention, provided 
it has been recognized as such either by the 
Appeal Board of the Ukrainian IP Office or by a 
competent court. Both authorities will 
determine the date on which the trademark is 
deemed to be well-known.

      trademark recognized well-known for services in 
class 35 was a basis for invalidation of the infringing                     
trademark for buzzers (class 09).

 trademark recognized well-known for goods in 
classes 3, 18, and 25, as well as services in class 35 was a 
basis for invalidation of the infringing             trademark for 
goods in class 40.

                                  trademark recognized well-known for 
goods in class 33 was a basis for invalidation of the infringing                                
                              trademark registered for services in 
classes 41 and 43.

Examples
Another important advantage of recognizing a trademark as 
well-known is that well-known trademarks can be enforced 
when the essential part of the infringing trademark 
constitutes a reproduction of the well-known trademark or 
an imitation liable to create confusion with the latter (Article 
6bis of the Paris Convention).

 

       trademark for goods in classes 30 and 32 was invalidated 
because its essential part constitutes a reproduction of the 
well-known marks        and        .

CAPTAIN MORGAN

MORGAN CLUB
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Recognizing a trademark as well-known may be 
also preferable in those cases where the 
enforcement of rights to a registered trademark 
is not advisable because there is a risk of 
invalidation of the registered trademark due to 
its non-use.

Finally, well-known status of a mark is perpetual 
and is not subject to any renewals. Furthermore, 
there is no administrative procedure to cancel 
well-known status of the trademark. Well-known 
status of the trademark may 
be challenged through the court only.

Well-known status of a mark is 
perpetual and is not subject to 
any renewals. There is no 
administrative procedure to 
cancel well-known status of the 
trademark. It can be challenged 
through the court only.

Factors to consider While considering whether a certain trademark may be recognized 
as well-known in Ukraine, the following factors are considered 
reasonable under Article 25 of the Ukrainian Trademark Law:

Level of fame and recognition of a 
trademark in a certain sector of social life

Duration, scope and geographical region 
of the relevant promotion of the 
trademark, including advertising or 
making the trademark available to the 
public and representing on fairs or 
exhibitions for goods and/or services in 
respect of which the trademark is used

Value that is associated with the 
trademark

Duration and geographical region of 
any registrations and/or registration 
applications with respect to the 
trademark. Evidence of trademark 
registration as a trademark in other 
jurisdictions can be used in support

Duration, scope and geographical region 
of the relevant use of the trademark

Evidence of successful enforcement of 
rights of the trademark, in particular, in 
jurisdictions where the trademark is 
recognized as well-known by competent 
authorities. Evidence of successful 
enforcement of the trademark in other 
jurisdictions can be used in support
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